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REMARKS » 

Applicants have thoroughly considered the J&aminer's remarks and present the 
following remarks in light thereof. Claims 56-67 ai$ presented for further examination. 
Reconsideration of the application claims in view ofjthe following remarks is respectfully 
requested. j 

Each of the Examiner's rej ections will be ad pressed in the order presented in the 
Office action, ! 

Nonstatutory Double patenting 

Claims 56-67 stand rejected under the judicisjlly created doctrine of nonstatutory 
obviousness-type double patenting rejections in vie ^ of two related issued patents in 
view of Cosman '126. However, the nonstatutory double patenting rejections with regard 
to U.S. Patent No. 6,434,415, claims 1-25, and U.S, patent No. 6,347,240, claims 1-55, in 
view of Cosman '126 are inappropriate as claims 5<j-|67 recite aspects that are patentably 
distinct and not obvious variations of the claims of 415 and *240 in view of Cosman '126. 

As an initial matter, '415, and '240 are each sased on and claim priority to U.S. 
Patent Application 07/600,753 filed on October 19* j 990. In contrast, the present 
application claims priority to a continuation-in-part ^.S. Patent Application No, 
08/319,615, which was filed on October 7, 1994, nojv abandoned. As the present patent 
application includes additional subject matter not U\)08/319,615 and does not claim 
priority to the 1990 patent application, a double pat Siting rejection is not appropriate. 

The Examiner generally indicated that claim^ 56-67 were obvious in view of the 
claims of r 415 s and f 240 in view of Cosman '126 bu -jdoes not address each and every 
aspect of each and every claim as required to suppo rj; an obvious-type double patenting. 
Furthermore, the Examiner fails to indicate how the Jeachings of Cosman f 1 26 as applied 

to the claims of '415 and T 240 would result in claims |5 6-67 being obvious. For these 

> 

reasons alone the rejection must be withdrawn. In eijty case, in order to support the 
inappropriateness of these rejections, Applicants wi 
of 56-67 claims that are patentably distinct from ajid[not obvious variations of the claims 
of '415, and '240 in combination with Cosman '126- 

Initially, Applicants note that claims 56-67 < jstinguish over Cosman '126 for at 
least the following reasons. For example, claims 56|58 and 62 recite deriving a 



FAX NO. 3142314342 



P. 03 



NAV 8224 
PATENT 



PAGE 3/9 * RCVD AT 118/2004 3:11:01 PM [Eastern Standard Time] * SVR:USPT0-EFXRF-1/4 • DNIS:8729306 * CSID:3142314342 * DURATION (mm-ss):0246 



JAN-68-2004 THU 02:09 PM SENNIGER POWERS 



FAX NO. 3142314342 



P. 04 



obvious. 



modif jjing 



element 



transform and modifying the image based on the 
Cosman '126 relating to scaling, rotating and transl 
cited by the Examiner, do not make such recitals 
recites modifying the image data set based on the id 
points. As another example, claim 6t recites 
identified position of the contour of the body 
recites modifying the image data set according to a 
limited teachings in Cosman 426 relating to scaling 
column 1 1 and 13-19, cited by the Examiner, do no: 

Thus, claims 56-67 distinguish over Cosmarf 
distinguish over the claims of "415 and f 240 as 
the previous double patenting rejection based only 
summary, it has been shown that claims 56-67 
claims of f 415 and '240 so the double patenting r< 

Furthermore, the bases for the Examiner's 
unsubstantiated and without merit. For example 
the transform "would be inherent in the system and 
order to carry out the localization . . .." There is no 
Cosman *126 considered alone or in combination w: 
neither addresses "a relative position between said t 
elements being variable" as recited by each of the i 
56, 58, 60, 61 , 62 and 64.). Applicants request that 
of Cosman '126 or a specific portion of the claims c 
support this "inherent" assertion or withdraw the rej 
teachings in Cosman '126 relating to scaling, rotatir 
and 13-19, cited by the Examiner, do not make 

The Examiner also asserts without basis thai 
alternate obvious variations of the patented claims 
withdrawn the double patenting rejection of claims 
'240 confirming that claims 56-67 are patentable 
considered alone. Furthermore, there is no basis 
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sform. The limited teachings in 
ting noted in column 1 1 and 1 3-19, 

. As another example, claim 60 
l^ntified position of the reference 
the image data set based on the 
. As another example, claim 64 
imparison of projections. The 
rotating and translating noted in 
jniake such recitals obvious. 
j'126. In addition, claims 56-67 

by the Examiner's withdrawal 
ji the claims of '415 and '240. tn 

over both Cosman '126 and the 
must be withdrawn, 
e patenting rej ection is 
Examiner asserts without basis that 
fjnethod of the patented claims in 
>psis for this assertion based on 
^h the claims of '415 and '240 since 

inference points of the semi-rigid body 

- 

dependent claims (i.e., see claims 
tjie Examiner cite a specific portion 
|'41 5 and '240 or another reference to 
y^ction. As noted above, the limited 



evidenced 
inly ojithe 
distinguish 
ejection 

thgj 



and translating noted in column 1 1 
sudjjthe recitals of claims 56-67 obvious. 
f claims 56-67 merely constitute 



foirjth 



1." However, the Examiner has 
16-67 based on the claims of '415 and 
the claims of '41 5 and '240 
is assertion based on Cosman '126 
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considered alone or in combination with the claims 
addresses "a relative position between said referenc $| 
elements being variable" as recited by each of the ir|i 
56, 58, 60, 61, 62 and 64.). Applicants request that 
of Cosman *126 or a specific portion of the claims 
support this "alternate, obvious variations 1 ' assertioT 
above, the limited teachings in Cosman '126 relating 
noted in column 1 1 and 13-1 9, cited by the Examinf j:, 
claims 56-67 obvious. 

The Examiner also asserts without basis thai 
body element- .would have been an obvious 
points were placed on the skin as taught by Cosman 
reference points would change/ 1 However, Cosman 
the invention and appears to assume that the relativ^ 
not change. Applicants request that the Examiner 
to support this "obvious" assertion or withdraw the 

In particular, amended claims 56, 58, 60, 61 
position between the reference points of a semi-ri 
general, claims 56-67 identify the relative position 
rigid element, relate the relative position of the refe 
the relative position of the reference points in the i 
data set based on the relative position of the variabl 
procedure to the relative position of the reference 
aspects of the claims go far beyond the general 
recited by the claims of '415, and '240. As such, cl 
from the claims of '415, and '240 in view of Cosmaij 
teachings in Cosman '126 relating to scaling, rotatir 
and 13-19, cited by the Examiner, do not make sue 

With regard to '415, claims 56-67 recite 
in view of Cosman '126. For instance, the current c 
displaying the geometry of a semi-rigid body elemqiit 



qf '415 and "240 since neither 
\ points of the semi-rigid body 
dependent claims (i.e., see claims 
tfie Examiner cite a specific portion 
^415 and f 240 or another reference to 
<or withdraw the rejection. As noted 
;fto scaling, rotating and translating 
, do not make such the recitals of 
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f'the localization of the semi-rigid 

in that, if the reference 
ft 26, then the relative position of the 
£126 does not address this aspect of 
sjposition of the reference points does 
je a specific portion of Cosman '126 
Ejection. 

^62, and 64 recite that "a relative 
body element being variable." In 
f the reference points for the semi- 
pnee points during the procedure to 
;e data set, and modify the image 
reference points during the 
in the image data set. These 
of Cosman *1 26 and is not 
^ms 56-67 are patentably distinct 

il '126. As noted above, the limited 

} 

i£ and translating noted in column 1 1 
Wthe recitals of claims 56-67 obvious. 

aspects than claims 1-25 of '415 
Ijfiims recite determining and 
il which is different than determining 



of 



imj&gi 



p^nts i 



teac tjjngs 



different 



PAGE 5f9 * RCVD AT 1/8/2004 3:11:01 PM [Eastern Standard Time] ' SVR:USPT0-EFXRF-1/4 * DNIS:8729306 * CSID:3142314342 * DURATION (mm-ss):0246 



JAN-08 J 2004 THU 02=10 PM SENNIGER POWERS 



FAX NO. 3142314342 

r 



P. 06 



j NAV 8224 

j PATENT 

and displaying the relative positions of a plurality o: r jbody elements as recited by the 
claims of '41 5 and as noted by Cosman '126. The client claims recite a semi-rigid body 
element wherein a relative position between the refeajence points of the body element is 
variable. This is different than Cosman '126 and tht Claims of '415 that generally recite 
that the reference points for each particular body element has a known or fixed position 
relative to the data points of the particular body eler^nt Also, the current claims recite 
identifying the relative position of each reference pojnt on a body element which is 
different than identifying or determining the positio:^of the reference points of each body 
element relative to the reference points of the other tipdy elements as recited by the 
claims of '415 and as noted by Cosman '126. Fuith<i|> the present claims recite modifying 
the image data set representing a semi-rigid body el #nent based on the relative position 
of the reference points of the body element intra-pro^edurally and pre-procedurally. This 
is different than the claims of r 415 and Cosman M26 jfhat recite modifying the spatial 
relationship of the data points of one body element relative to the data points of another 
body element. Once again, the limited teachings in <£osman '126 relating to scaling, 
rotating and translating noted in column 1 1 and 13- jp, cited by the Examiner, do not 
make such the recitals of claims 56-67 obvious. | 

With regard to '240, claims 56-67 recite diff £ent aspects than claims 1-55 of T 240 

I* 

in view of Cosman '126. The current claims recite tip relative position of reference 
points of a semi-rigid body element This is differe^ than Cosman '126 and the claims of 
240 that recite representing, modifying, and illustrating the relative position of two or 
more body elements relative to each other. Once ag;^in, the limited teachings in Cosman 
M 26 relating to scaling, rotating and translating not* \fy in column 1 1 and 13-19, cited by 
the Examines do not make such the recitals of clairip 56-67 obvious. 

Additionally, the current claims recite the relative position between two or more 
reference points of a semi-rigid body element is variable. This is different than the 
claims of '240 and Cosman '126 that generally recit preference points of a particular body 
element that have a known spatial relation to the da n points of the particular body 
element. The current claims also recite modifying the image data set based on relating 
the relative position of the reference points of a bod $ element during a procedure to the 
position of the same reference points for the same hpdy element prior to the procedure. 
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pf one body element relative to the 



This is different than Cosman '126 and the claims o 
modifying the spatial relationship of the data points i 

data points of another body element. Finally, claims? 56-67 recite determining and 
illustrating the geometry of a body element which iujdifTerent than the claims of '240 and 
Cosman '1 26 that recite determining and illustrating jfhe position of one body element 
relative to another body element. Once again, the liipited teachings in Cosman '126 
relating to scaling, rotating and translating noted in 
Examiner, do not make such the recitals of claims 5^-67 obvious. 

As has been shown, claims 56-67 are patent ^ly distinct from and not obvious in 
view of the claims 1-25 of the *415 patent and claiit^ 1-55 of the '240 patent. Applicants 
request that the Examiner withdraw the obviousness! type double patenting rejections 
based on T 415 and '240 in view of Cosman '126, 
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' t qolumn 11 and 13-19, cited by the 



|5 USC §103 

;|§ 103(a) as being unpatentable over 



Claim Rejections - ; 

Claims 56-67 stand rejected under 35 U.S.Ci 

Cosman 426. This rejection is improper and must \yp withdrawn for the following 

I 

reasons. | 

First, as noted above, Cosman '126 does not |ead on the claims. The limited 
teachings in Cosman f 126 relating to scaling, rotatir,| and translating noted in column 1 1 
and 13-1 9, cited by the Examiner, do not make the i'|citals of claims 56-67 obvious. 

Second, the Examiner asserts without basis * 
reference points will necessarily change. ..." There i 
Cosman '126 considered alone. Rather, this is hindujght analysis. Applicants request that 
the Examiner cite a specific portion of Cosman '126 jpr another reference to support this 
assertion or withdraw the rejection. [ 

Third, the Examiner asserts without basis th k the "use of fluoroscopic imaging in 
order to align these images . . . would have been an iijternative functional equivalent. . .." 
Applicants do not understand the point of this asser |on since claims 56-67 do not claim 
fluoroscopic imaging to align images. In any case, Applicants do not see the basis for 
this assertion in Cosman '126 considered alone. Applicants request that the Examiner 



;^at the "relative positions of the 

l 

no basis for this assertion based on 
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cite a specific portion of Cosman '126 or another re 
withdraw the rejection. 

Fourth, the Examiner asserts without basis 
known that any type of imaging can be used to 
them with previously taken images by the modality 
understand the point of this assertion since claims 
element having variable, relative reference points, 
assertion based on Cosman '126 considered alone, 
cite a specific portion of Cosman '126 or another re 
withdraw the rejection. 

Fifth, claims 56-67 distinguish over Cosmait 
For example, claims 56, 58 and 62 recite deriving a 
based on the transform. The limited teachings in 
rotating and translating noted in column 1 1 and 13 
make such recitals obvious. As another example, c 
data set based on the identified position of the 
claim 61 recites modifying the image data set basec 
contour of the body element. As another example, 
data set according to a comparison of projections 
relating to scaling, rotating and translating noted 
Examiner, do not make such recitals obvious. 

Thus, the rejection under 35 USC § 103 
withdrawn. 



r, One skilled in the art would have 
:e the reference points and align 
<£f interest." Applicants do not 
i-67 are directed to a semi-rigid body 
p any case, there is no basis for this 
applicants request that the Examiner 
|rence to support this assertion or 
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l" 126 for the reasons noted above, 
transform and modifying the image 
C o^man '126 relating to scaling, 
*jj9, cited by the Examiner, do not 
jum 60 recites modifying the image 
£ice points. As another example, 
bn the identified position of the 
$ aim 64 recites modifying the image 
' ]}ie limited teachings in Cosman 1 126 
inhjolurnn 1 1 and 13-19, cited by the 

basNd on Cosman '126 should be 



refer &ice 
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: response 



It is believed that a full and complete 
and, as such, places the application in condition for 
respectfully requested- The fact that Applicants ma 
particular assertion by the Office should not be comii 
agreement therewith. If the Examiner feels that a 
prosecution of this application, the Examiner is 

It is believed that there are no fees 
Commissioner determines there are fees due, the C4 
charge any required government fees to Deposit 



has been made to the Office action 
Allowance. Such allowance is hereby 
>jnot have specifically traversed any 
|rued as indicating Applicants' 
phonal interview will expedite the 
invited to telephone the undersigned, 
associate^ with this Response. If the 

^miissioner is hereby authorized to 
AcfcfauntNo. 19-1345. 



Respectfully s 



tjbmitted, 



Agovj 



c 

; Metropol i|ai 



Frank R. 
SENNIGER, 
One 

St. Louis, 
(314)231 
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no, Reg No.27,416 
JjDWERS, LEAVITT & ROEDEL 
in Square, 16th Floor 
Missouri 63102 
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